
 
 

 

April 20, 2020 

 

VIA EMAIL: jgoh@lb.com 

 

 

Janice Phaik Lin Goh 

Attorney, Intellectual Property 

L Brands, Inc. 

1740 Broadway, 

New York, NY, 10019 

 

 

RE: OverSoyed Unauthorized Use of Bath & Body Works’ Intellectual Property and False and Misleading Advertising for 

its “Betta Than” Fragrance Line 

 

 

Dear. Miss Goh, 

 

 While I’m loathed to respond to another unjustified corporate cease and desist notice, especially amidst a global 

pandemic, I will respond nonetheless with our justifications for our advertising and business practices to refute the claims 

contained in your original correspondence. 

 

The following pages contain our answer to your claims as listed below along with current precedent: 

 

 

 Use of Similar Names (Infringing Marks) 

 Use of Marks Likely to Cause Confusion under Lanham Act 

 Deceptive Trade Practices 

 Misappropriation 

 Unqualified Superiority Claims 

 

 

It is our contention that we are operating in an ethical and acceptable manner and are fully within the bounds of the law to 

use Bath & Body Works (BBW) brands trademark(s) in our advertising, as we’ve met standards under applicable law. 

 

Sincerely, 

 

Tristan Hanscom 

 

 
 

OverSoyed Fine Organic Products 

OverSoyed.com 

 

Ps. Hopefully this remedies any further issues. If not, I’ve always wanted to meet RBG. HUGE FAN! 



* * * * * ANSWER * * * * * 

 

While your complaint was well-versed and articulate, I was somewhat surprised to see that your claims didn’t reference 

the legal disclaimer that appears on every single “name brand” fragrance we offer on our website as well as a special page 

devoted to the disclaimer itself: 

 

Name Brand Fragrances: (https://oversoyed.com/pages/name-brand-fragrances) 

 

Fragrance Disclaimer 

 

“Our Betta Than™ Fragrances are specially formulated to duplicate the scents and aromas of well-known name brand 

products. You can enjoy these great scents that you love with the excellent quality that you should expect, without the huge 

price tag all year. All fragrance and brand names (Yankee Candle®, Bath & Body Works®, Scentsy®, National Brands, et 

al) are trademarks (® Registered or Otherwise ™) of their prospective companies/brands. OverSoyed (A Privia Group 

Company) is not affiliated with these companies and should not be confused for these brands. Betta Than™ is a trademark 

of OverSoyed.” 

 

Furthermore, there are no such things as blanket trademarks. In order for a company to claim ownership to a trademark, it 

must be registered for each and every trade class in which they sell products. For example, Yankee can't claim a 

trademark for another company that sells "Yankee Christmas Trees." 

 

We were served a cease and desist letter from another brand, Scentsy, in 2016. They too made the argument that we were 

breaching their trademarks. Four years later, we still offer the same fragrances! 

 

The main issue when it comes to trademarks is confusion for the original. As with Scentsy, yes, we both make wax melts, 

but ours are made from 100% soy, where theirs are made from paraffin. Our aroma melts come in 6 piece clamshell, 

where theirs is in a bell shaped container (which would fall under Trade Dress or packaging). And most importantly, we 

don't use their logo as many other companies, which would be a better argument for a violation of trademark law. 

 

Our comparisons are valid under the law. You can use someone else's trademark or trade name to favorably compare your 

product to theirs as a proper "nominative fair use," provided you include prominent disclaimer that says that your product 

isn't affiliated with the brand name, and that the brand name is a trademark owned by that company... which we clearly 

have always done. 

 

Our Betta Than™ fragrance line totally falls under comparative advertising practices. Betta Than™ or "Better Than" 

would also fall under the legal distinction of "puffery." We feel, as do our customers, that our Betta Than™ fragrances are 

in many cases better than their originals due to their handmade nature, soy and natural ingredients, and lower price. They 

also appreciate that we offer products not originally offered by the “name brand” manufacturer in fragrances they are 

familiar with. And in many cases, scents created for our Betta Than™ fragrance line are no longer available in the 

marketplace. 

 

Citing similar case law, in Pizza Hut, Inc. v. Papa John's Intern., 80 F. Supp. 2d 600 (N.D. Tex. 2000), the Fifth Circuit 

concluded that in addition to the “exaggerated, blustering and boasting” definition established by the Third and Ninth 

Circuits, puffery could best be described as “a general claim of superiority over comparable products that is so vague that 

it can be understood as nothing more than a mere expression of opinion.” Papa John’s claim, “Better Ingredients. Better 

Pizza” was found to have epitomized the very type of boasting and exaggeration that companies are almost expected to 

advance while marketing their products. See Also: Tropicana Products, Inc. NAD Case Report No. 5610 (July 3, 2013) 

 

Under U.S. law, use of a competitor's trademark in accurate and non-deceptive comparative advertising is legal and does 

not constitute trademark infringement. In fact, truthful comparative advertisements - even those that display a competitor's 

trademark, are considered to be informational for consumers and beneficial to competition, provided that the competitor's 

mark is accurately depicted. 

  



Fair Use 

 

An advertiser is also entitled to make “fair use” of the trademark of another. If your store is next to a McDonald’s 

restaurant, your advertisement may recite your location as next to McDonald’s. Our use of “Betta Than” fragrance line 

falls under this premise. Consumers who are familiar with fragrances offered by your brand are directed within our 

website to fragrances they are already familiar with. In other words, if you like “This”, you may like “Ours.” 

 

The fair use defense is allowed when reference to the other’s brand name is used “fairly and in good faith” only to 

describe the product, or in this case, a given fragrance name, and only when the infringing mark is not used as a 

trademark, which it isn’t.  

 

The more another’s brand name is used in the middle of a sentence and in inconspicuous typeface, the better the argument 

that the use is fair. The Fourth Circuit ruled that a billboard advertising a hotel as “South of Border Exit” was not 

infringing on the more famous tourist trap in South Carolina, because the advertiser did not include the word “the” to 

implicate the famous “South of the Border” business location. Schafer Co. v. Innco Mgmt. Corp., 27 U.S.P.Q.2d (BNA) 

1239 (4th Cir. 1993). Obviously, using plays on words and double-entendres, an advertiser can approximate a brand name 

and may bother that brand’s owner, but may still find refuge in a fair use defense. 

 

When used on our website for advertising purposes, marks are shown in italics following “Compare To” in addition to the 

aforementioned legal disclaimer. The extent one can validly use another’s trademark is clarified by a ruling that permitted 

a garment maker to use the phrase “Original by Christian Dior-Alexander’s Exclusive-Paris-adaptation.” The label 

identified the famous Christian Dior name but just as also clearly identified that the garment was an adaptation. Societe 

Cornptoir de L’In-dustrie Cotonniere Establissements Boussac v. Alexander’s Dep’t Stores, Inc., 299 F.2d 33 (2d Cir. 

1962). 

 

 

Comparative Advertisements 

 

Advertisers are no longer required to refer to a competitor as “Brand X.” In fact, Federal Trade Commission (FTC) 

regulations encourage an advertiser to use a competitor’s name rather than innocuously referring to a competitor. 16 

C.F.R. § 14.15(b)-(c): 

  

(b) Policy Statement. The Federal Trade Commission has determined that it would be of benefit to advertisers, advertising 

agencies, broadcasters, and self-regulation entities to restate its current policy concerning comparative advertising. 

Commission policy in the area of comparative advertising encourages the naming of, or reference to competitors, but 

requires clarity, and, if necessary, disclosure to avoid deception of the consumer. Additionally, the use of truthful 

comparative advertising should not be restrained by broadcasters or self-regulation entities. 1 

 
1 For purposes of this Policy Statement, comparative advertising is defined as advertising that compares alternative brands 

on objectively measurable attributes or price, and identifies the alternative brand by name, illustration or other distinctive 

information. 

 

(c) The Commission has supported the use of brand comparisons where the bases of comparison are clearly identified. 

Comparative advertising, when truthful and nondeceptive, is a source of important information to consumers and assists 

them in making rational purchase decisions. Comparative advertising encourages product improvement and innovation, 

and can lead to lower prices in the marketplace. For these reasons, the Commission will continue to scrutinize carefully 

restraints upon its use. 

 

Section 43(a) of the Federal Lanham Act (15 U.S.C. § 1125(a)) is the cornerstone of any false advertising claim. The 

relevant portion of the statute states “any person who, on or in connection with any goods or services...uses any false or 

misleading description of fact, or false and misleading representation of fact, which...in commercial advertising or 

promotion misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person’s 

goods...shall be liable.” 

 

 



In naming another brand, advertisers must be vigilant to abide by the core test of the statute and ensure that the 

comparative statements are not “false or misleading.” The test of truth and falsity requires one of two different analyses, 

depending on the type of statement made. When the claim is a “bald claim” - such as when the ad simply states one 

product is better than another, the party challenging the statement must show that the fact asserted is itself false. However, 

when the claim of superiority is based on or supported by some type of validating test, the challenger does not need to 

prove the claim is false, but instead must show only that the referenced tests did not validate the claim. 

 

In trying to invalidate a claim, and thus debunk the advertisement, the challenger can use one of two ways to discredit the 

test that ostensibly supports the claim. The challenger can try to show that the test is unreliable or has some fallacy, no 

matter what the statement asserts. Or the challenger can try to show that the test does not prove the claim asserted in the 

advertisement. 

 

A fact analysis must also consider a statement is mere “puffing” and thus asserts an opinion, or is meant to be a statement 

of a truthful fact. If the statement is just a bit of good natured exaggeration and puffing (such as “our product is better”), 

there is no falsity, because the advertiser is using another’s mark in an unprovable opinion and not in a statement of 

specific and measurable fact. 

 

The other issue the use of another’s trademark is whether an advertiser has misled consumers into believing there is some 

affiliation or sponsorship between the advertiser’s product and the mark of the product being compared. This analysis 

investigates whether there is a likelihood of consumer confusion. The analysis considers the mindset of consumers of that 

type of product or service to determine whether a consumer would be confused into believing the mark being used has 

some relationship with or sponsorship of the advertiser’s product. 

 

A safe harbor to this is to show that an advertiser’s product is not related to a third party brand is to include a variety of 

brands in the comparison. The more diverse marks used in any one advertisement, the less likely that the owner of any 

named mark is endorsing the advertiser. Thus, when a store includes the logos of the various brands it carries in its 

advertisement, it is less likely that any one of those entities is actually endorsing the store. 

 

If an advertiser believes some confusion might occur because of its use of another’s mark, the best way to eliminate any 

consumer confusion is to add a tagline specifically stating that the advertiser is unaffiliated with the goods or services to 

which it is being compared. The disclaimer can appear at the bottom of a printed advertisement or be spoken at the end of 

an audiovisual piece. 

 

It is our assertion that the use of Bath & Body Works (or BBW) is acceptable on our website as an advertisement based on 

our understanding of the law stated above in this section.  

 

 

1. Comparison to familiar fragrances, BBW, Yankee, so on, is used to aid the consumer in find products among 

150,000 SKU’s that appear on our website.  

 

2. We aren’t duplicating trade dress, labeling, colors, logos, or packaging.  

 

3. No reasonable consumer visiting our website would confuse our product for one offered by your company. 

 

4. We offer our versions of fragrances of dozens of “name brands”, sponsorship is unlikely. 

 

5. Our disclaimer that we aren’t affiliated with your brand, or any other name brand that appears on our site is 

restated on more than 500 individual web pages. 

 

6. Your brand, Bath & Body Works, and/or BBW doesn’t appear on any of our actual shipped products. Nor are any 

of these fragrances made available in any brick-and-mortar establishment. 

 

7. Similar marketing is already taking place with brands much larger than ours. (See Exhibits) 

 
 

Additional Relevant Case Law & References:  

Barnum & Bailey Combined Shows, Inc. v. Chandris America Lines, Inc., 321 F. Supp. 707 (S.D.N.Y. 1971) 

The Maryland Bar Journal Volume XXXVII, Number 1 (January/February 2005) 



EXHIBIT I: Similar Fragrances 

 

 

 
 

 

 

 
 

 

     

  



EXHIBIT II: Similar Puffery Comparison 

 

 


